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§1.59 Expungement of information or
copy of papers in application file.

(a) (1) Information in an application
will not be expunged, except as pro-
vided in paragraph (b) of this section or
§41.7(a) or §42.7(a) of this title.

(2) Information forming part of the
original disclosure (i.e., written speci-
fication including the claims, draw-
ings, and any preliminary amendment
present on the filing date of the appli-
cation) will not be expunged from the
application file.

(b) An applicant may request that
the Office expunge information, other
than what is excluded by paragraph
(a)(2) of this section, by filing a peti-
tion under this paragraph. Any peti-
tion to expunge information from an
application must include the fee set
forth in §1.17(g) and establish to the
satisfaction of the Director that the
expungement of the information is ap-
propriate in which case a notice grant-
ing the petition for expungement will
be provided.

(c) Upon request by an applicant and
payment of the fee specified in §1.19(b),
the Office will furnish copies of an ap-
plication, unless the application has
been disposed of (see §§1.53(e), (f) and
(g)). The Office cannot provide or cer-
tify copies of an application that has
been disposed of.

[68 FR 38628, June 30, 2003, as amended at 69
FR 49999, Aug. 12, 2004; 69 FR 56540, Sept. 21,
2004; 77 FR 46624, Aug. 6, 2012; 77 FR 48818,
Aug. 14, 2012]

§§1.60-1.62 [Reserved]

OATH OR DECLARATION

§1.63 Inventor’s oath or declaration.

(a) The inventor, or each individual
who is a joint inventor of a claimed in-
vention, in an application for patent
must execute an oath or declaration di-
rected to the application, except as
provided for in §1.64. An oath or dec-
laration under this section must:

(1) Identify the inventor or joint in-
ventor executing the oath or declara-
tion by his or her legal name;

(2) Identify the application to which
it is directed;

(3) Include a statement that the per-
son executing the oath or declaration
believes the named inventor or joint
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inventor to be the original inventor or
an original joint inventor of a claimed
invention in the application for which
the oath or declaration is being sub-
mitted; and

(4) State that the application was
made or was authorized to be made by
the person executing the oath or dec-
laration.

(b) Unless the following information
is supplied in an application data sheet
in accordance with §1.76, the oath or
declaration must also identify:

(1) Bach inventor by his or her legal
name; and

(2) A mailing address where the in-
ventor customarily receives mail, and
residence, if an inventor lives at a loca-
tion which is different from where the
inventor customarily receives mail, for
each inventor.

(c) A person may not execute an oath
or declaration for an application unless
that person has reviewed and under-
stands the contents of the application,
including the claims, and is aware of
the duty to disclose to the Office all in-
formation known to the person to be
material to patentability as defined in
§1.56. There is no minimum age for a
person to be qualified to execute an
oath or declaration, but the person
must be competent to execute, i.e., un-
derstand, the document that the person
is executing.

(d)(1) A newly executed oath or dec-
laration under §1.63, or substitute
statement under §1.64, is not required
under §1.51(b)(2) and §1.53(f) or §1.497
for an inventor in a continuing applica-
tion that claims the benefit under 35
U.S.C. 120, 121, or 365(c) in compliance
with §1.78 of an earlier-filed applica-
tion, provided that an oath or declara-
tion in compliance with this section, or
substitute statement under §1.64, was
executed by or with respect to such in-
ventor and was filed in the earlier-filed
application, and a copy of such oath,
declaration, or substitute statement
showing the signature or an indication
thereon that it was executed, is sub-
mitted in the continuing application.

(2) The inventorship of a continuing
application filed under 35 U.S.C. 111(a)
is the inventor or joint inventors speci-
fied in the application data sheet filed
before or concurrently with the copy of
the inventor’s oath or declaration from
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the earlier-filed application. If an ap-
plication data sheet is not filed before
or concurrently with the copy of the
inventor’s oath or declaration from the
earlier-filed application, the
inventorship is the inventorship set
forth in the copy of the inventor’s oath
or declaration from the earlier-filed ap-
plication, unless it is accompanied by a
statement signed pursuant to §1.33(b)
stating the name of each inventor in
the continuing application.

(3) Any new joint inventor named in
the continuing application must pro-
vide an oath or declaration in compli-
ance with this section, except as pro-
vided for in §1.64.

(e)(1) An assignment may also serve
as an oath or declaration required by
this section if the assignment as exe-
cuted:

(i) Includes the information and
statements required under paragraphs
(a) and (b) of this section; and

(ii) A copy of the assignment is re-
corded as provided for in part 3 of this
chapter.

(2) Any reference to an oath or dec-
laration under this section includes an
assignment as provided for in this
paragraph.

(f) With respect to an application
naming only one inventor, any ref-
erence to the inventor’s oath or dec-
laration in this chapter includes a sub-
stitute statement executed under §1.64.
With respect to an application naming
more than one inventor, any reference
to the inventor’s oath or declaration in
this chapter means the oaths, declara-
tions, or substitute statements that
have been collectively executed by or
with respect to all of the joint inven-
tors, unless otherwise clear from the
context.

(g) An oath or declaration under this
section, including the statement pro-
vided for in paragraph (e) of this sec-
tion, must be executed (i.e., signed) in
accordance either with §1.66 or with an
acknowledgment that any willful false
statement made in such declaration or
statement is punishable under 18 U.S.C.
1001 by fine or imprisonment of not
more than five (5) years, or both.

(h) An oath or declaration filed at
any time pursuant to 35 U.S.C. 115(h)(1)
will be placed in the file record of the
application or patent, but may not nec-
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essarily be reviewed by the Office. Any
request for correction of the named
inventorship must comply with §1.48 in
an application and §1.324 in a patent.

[77 FR 48818, Aug. 14, 2012]

§1.64 Substitute statement in lieu of
an oath or declaration.

(a) An applicant under §1.43, 1.45 or
1.46 may execute a substitute state-
ment in lieu of an oath or declaration
under §1.63 if the inventor is deceased,
is under a legal incapacity, has refused
to execute the oath or declaration
under §1.63, or cannot be found or
reached after diligent effort.

(b) A substitute statement under this
section must:

(1) Comply with the requirements of
§1.63(a), identifying the inventor or
joint inventor with respect to whom a
substitute statement in lieu of an oath
or declaration is executed, and stating
upon information and belief the facts
which such inventor is required to
state;

(2) Identify the person executing the
substitute statement and the relation-
ship of such person to the inventor or
joint inventor with respect to whom
the substitute statement is executed,
and unless such information is supplied
in an application data sheet in accord-
ance with §1.76, the residence and mail-
ing address of the person signing the
substitute statement;

(3) Identify the circumstances per-
mitting the person to execute the sub-
stitute statement in lieu of an oath or
declaration under §1.63, namely wheth-
er the inventor is deceased, is under a
legal incapacity, cannot be found or
reached after a diligent effort was
made, or has refused to execute the
oath or declaration under §1.63; and

(4) Unless the following information
is supplied in an application data sheet
in accordance with §1.76, also identify:

(i) Bach inventor by his or her legal
name; and

(ii) The last known mailing address
where the inventor customarily re-
ceives mail, and last known residence,
if an inventor lives at a location which
is different from where the inventor
customarily receives mail, for each in-
ventor who is not deceased or under a
legal incapacity.
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